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T£Z£o STATUTORY PERIOD FOR REPLY ,S SET TO EXPIRE <«»™» ™ M 

THE MAILING DATE OF THIS COMMUNICATION. ^ ,«, 

earnedVatant term adjustment. See 37 CFR 1 704(b). 

Status 



- -4a! Ot-the.. above,. claim(s) 1_ 
5)D naim(s) . 



and/or election requirement. 



Responsive to oommunication(s) filed on SezJLJOOl 

_ . C1MA1 2b) K This action is non-final. 

2a) □ This action is FINAL. w nrosecution as to the merits is 

Disposition of Claims is/are pending in the application. 

4)63 Claimis)!^ - is/are withdrawn from consideration. 

- ' is/are" allowed. 

is/are rejected. 

6) K Claim(s) t^andSzll . ~~~~~ objected t0 . 

7) D Claim(s) 

8) D Claims 
Application Papers 

«□ ^^n^»^^ gcceptedor b)KobiectedtobvtheE xa mi ne, 
10)» The drawingls) filed on __Se^^y n n(s> be held in abeyance. See 37 CFR 1 .85(a). 

Applicant may not request that any objection to the draw, g< ^ ^ ^ disapproved by the Examiner 

1 1 )□ The proposed drawing correction filed on ' 

„ approved, corrected drawing are retired in re P ,y to this Office actio, 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. SS 119 and I 120 ^ ^ ^ § , 19(a , (d) or (f) . 

13) 53 Acknowledgement is made of a claim tor loreiy v 

a)D All b)M Some* c)D None of: 

i □ Certified copies of the priority documents have been received. 



2. □ Certified copies of the priority oocumanu, 

Attachment(S) 4 , Q , merview summary (PTO-41 31 Paper Nolsl 

! , □ Notice of References Cited IPT0-892I ^ ^ ^ App|jcation (PTO-1 62) 

2) □ Notice of Dreftsperson's Paten, Drawing Review (PTO-948) 

m * i 4 6) M Other: 

3) information Disclosure S,aterr*nt(s) ffTO-1449) Paper Nofsl 
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^««h q h «q r^nuested in the communication filed 
The application has bee n amended f^^^n^. 
September 4, 2001. Accordingly, claims 8, 10, and i 

Claims 1-11 are pending. 

Restriction is required under 35 U.S.C. 121 and 372. 

Smposftton Uprising said phosphatase, clashed ,n class 435, 
subclass 195. d t rabbit hjstid jne phosphatase, 

Gr ° UP " : n cleTc add encoding sai phosphatase, antibodies, and pharma- 

" ™uSco mP o^^ 

435, subclass 195. 

The inventions iisted as Groups , ^g*"*^^^ 
concept under PCT Rule 13.1 because under _TCT Ru le 13^ they ^ 

corresponding special ««*«^J~ *J £ Xendenfchemical compound having 
KtKM^^^S- P-P-se, respective,,. 

During a telephone conversation with John 8#« «JI^ 
election wasmade w«h traverse to prosecute the *£oup msj 6, a^ 
1 1 . Affirmation of this election must be made bV applicant^ rep^ng t ^ 

Claims 7 is withdrawn from further consiaerauon uy ~~ -. - - 

being drawn to a non-elected invention. 

Applicant is reminded that upon the cancellation of claims £ ■ . J~$£J 
invention' ft. inventorship must be i amen ec ,„ ^ claim 

request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(0. 

This application contains sequence disclosures that ™ •^MjiS 
definitions for nucleotide and/or amino acid ^"^ set %%^V£a*W 

ShT^r^ To comp,y Wi,h 
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Requirements For Paten, 

t^^Z^r^^^ ~ «*— * the 

sequence rule. 

Newforma, drawings are 
are of poor quality, see for "^PfJ^^Ki to employ the services of a 

St^pSX^ 
held in abeyance. 

. . j . j., 17 tfr 1 75(c) as being of improper dependent form 
Claim 6 is ob|ected to under 37 CFR 1 L75(c)^ as oe g k ^ (q 

for failing to further limit proper dependent form, 

64-99% to SEQ ID NO: 4. 

35 U.S.C. § 101 reads as follows: mQ „ hin p manufacture, 

Claims 1-7, 9 and 11 are rejected under 35 OS.C. § 101 because the claimed 
invention is directed toward non-statutory subject matter. 

in the absence of the hand of man, "^^f^ZXto^P^l 

as "An isolated and purified protein or nucleic acid . 

The following is a quotation of the first paragraph of 35 U.S.C. § 1 12: 
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The specflcation shall contain a wr^<» * 

Claims 1-4, 6, 8, 10 and 1 1 are ^^^^^'5^ 
the disclosure is enabling only for dam MM ^* e J~™ of S £ Q , D N0 : 2, nucleic 
(HPP) purified by the ^ The specification does not enable any 

add, antibody and con.posrt.on of HPF the^ J^^Xe in scope with these 
person skilled in the art to m f e * nd ZV™^rton<M«l by the disclosure with regard 
claims. The claims are broader than ithe ^"f ^ e P ;°™ n Joining whether undue 
to any mammalian HPP. Facto ' <° ^ ~ ns £ e ™ n ds (858 F.2d 731, 8 USPQ 2nd 
experimentation is required are l™™"** ^ l quantity of experimentation 
1400 (Fed. Cir. 1988)]. The Wands f ^ n ^ n ^^ M (c)ttie presence or absence 
- n«5TsW. W»e amountof direct,on^ - (f) - the 

the breadth of the claim. 

The nature and breadth of the J**^ 
purified having molecular weight of ^ k°a ir»»urea y y ^ 
a method comprising any anion exchange column, ^any ^a Y jnteraction 
sepharose or any other resin m ° d ^^^^ The specification provides 

columns, DNA columns and/or ^*™^^ H pp from rabbit, clone the rabbit 
guidance and examples in the form of an « assay ' ^ homology to the rabbit 

enzyme, and identify the ^^^^bSS^ manipulation to clone and 
enz , me . while molecular and the L,, of the artisan are 

express specific known proteins are known m he P ™ mammalian HPP, their 

well developed, knowledge regarding pur^ mammalian HPP that are 

sequence homology to the disclosed rabbrt and ^ ^ Hpp ^ 
amenable to the purification , method ^^Jcal^posEon of claim 10 is lacking, 
a disease which can be treated with ^P n ^"™bWt enzyme. Thus, searching for a 
The application teaches only the pu if cation offte enzy ^ 
mammalian HPP which can be pu rified by a ^ * nuc|eic acid 

having a molecular weight between 13 and "*^™°%MHPP as y we || as identifying a 
encoding said HPP, and antibody specie against sa d HPP rf routjne 

disease which can be treated w. th sa id PP »vj el ™ The amount of 

experimentation and P^'^'"^^ acid encoding 

experimentation requires to purity > mammalian HPP do ^ ^ 

said HPP, and expressing the HPP in a nos>i ^ 
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ex perimen,a,ion in^--'^ 

Jaries where the H tain.ng h e addjtjonal g h „ 

Examiner finds that one billed in the art woura M ^ be punfied w „ h , n 

information regarding the mammalian i source o a i ^ence homology among all 
described method for the rabbrt enzyme, the ^nucl ^ ^ be ^ with th 
nucleic acid encoding mamrn*" HPP , and the ^ ^ ^ expenmen . 

Dharmaceutical composition comprising nrr. 
fieft to those skilled in the art . undue. 

The following is a quotation , of ft. i second «« 

S5S!in^'?^^^ the app,ican ' re9ards 35 

invention. 

A** i* u q r 5 112 second paragraph, as 
Claims 1-6 and 8-11 are ^rejected under 35 ^* • ^ subject matte r 

S'SSSh^ 



(a) 



i 1 1 i 

the phrases "bio.ogical activity", "histidine P~t--^^ 
of 13^00-15.000" and "affinity chromatography m c^. ™ V> renderthe 

L nucleic and amino ^'"oes not ciear.y set forth the 

claims indefinite because ^^"5^^,^. Histidine phosphatase 
metes and bounds of the P^P^° ^rolysis of a phosphate group 
is an enzymatic activity which involv « "™ y d not tea ch such an 
of the amino acid hist ^ J^^rtwe activity in which the 
activity. It teaches a histidine > E*ojgm P" y> njtrogen , s 

histidine is a part of a peptide chain and one ot tnea jntrjnsic 
h phosphory ,ated. The histfdine prfari activity, 
property of the protein of SEQ ID NO 2. aro to 13 . 00 0-1 5.000", 

and not a biological act.vity A ^^i? ^i gh t of 18 C and "N, 
presumably, in Da units. corre *P° n ^ with a unit such as 

respectively. A molecular ^^^^^ referring to a protein of 
atomic unit or Da. Since the applicant proDaoi* * Q0(J _ 

the size of SEQ ID NO: 2, it is "^J^^SS remains indefinite 
15 ,000 Da Even witt J*"£^ ™£i£|.r weigh is not defined 
because the method of determining u different 
Since determining the molecu a rwe gh t of a jjve P ^ ^ 

methods may produce different results, he meUio Qses 
molecular weight must be stated in the dam. . r-o ^ 

Tc^^^ 
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i, ♦ cp"- Ic) "molecular weight of 

- WMmmm 

wsmm. 

onlv-the-phrase J§ taken rajw in .-this rejection, because uwy_ 

dependent on a rejecx f 35 U S C § 1 02 that 

form the basis for the r e J ec t unless DUD lication in this or a 

o Un country or m pub * the Unj , e d States. 

Caims 8 and 9 are rejected unoe, 35 U.S.C. §102() 



A * o/ nns- reference AU). _ :j _ 11Qnr ^ n f 

SEQiD NOM.see the entire reference. 

tmals^^^'- . h( . c «hatase of SEQ ID NO: 2, a 

record - , «,« indication of allowable subject 

• ic a statement of reasons for the <^a*on 2 is not taught or 

« to H hv the prior art ot recoru. 



matter: The nunwn •■ - ^ 
suggested by the pnor art of recora. 
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No claim is allowed. communica «ions from the 

Any inquiry concerning this commun ^"J**^. telephone number is 

L'rr' o.nn =, m to 5:30 p.m. 



Friday from 9.00 a.m. to «* p.™. „ nsucce5sfu l the examined 

lf a «empts to reach "08-3804. Th ° ^ 




NashaatT. Nashed, Ph. D. 
Primary Examiner 



